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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office Action, and apply to this and any subsequent Office Actions. 

Priority 

1. Applicants claim of priority as a national stage of application PCT/US04/41395 filed 
12/9/04 which claims priority to 60527987 filed 12/9/03 is acknowledged. 

Election/Restriction 

2. Claims 19-21 are directed to an invention that is independent or distinct from the 
invention originally claimed for the following reasons: 

I. Claims 7-18 and 1-3 and newly added 22-23 drawn to a method for 
vending combination products contingent, classified in class 700, 
subclasses 244. 

II. Claims 19-21 drawn to an apparatus for vending product under distributed 
control of plural dispensing units, classified in class 700, subclass 242. 

3. Inventions II and I are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
materially different apparatus or by hand, or (2) the apparatus as claimed can be used to practice 
another and materially different process. (MPEP § 806.05(e)). Invention II has separate utility 
for controlling separate vending machines. Invention I, process may be used vending separate 
for receiving vending discounts on combinations. 

4. Restriction for examination purposes as indicated is proper because all these inventions 
listed in this action are independent or distinct for the reasons given above and there would be a 
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serious search and examination burden if restriction were not required because one or more of 
the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their different 

classification; 

(b) the inventions have acquired a separate status in the art due to their recognized 

divergent subject matter; 

(c) the inventions require a different field of search (for example, searching different 

classes/subclasses or electronic resources, or employing different search queries); 

(d) the prior art applicable to one invention would not likely be applicable to another 

invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 101 

and/or 35 U.S.C. 1 12, first paragraph. 
Applicant is advised that the reply to this requirement to be complete must include 
(i) an election of a invention to be examined even though the requirement may be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention may be made with or without traverse. To reserve a right to 
petition, the election must be made with traverse. If the reply does not distinctly and specifically 
point out supposed errors in the restriction requirement, the election shall be treated as an 
election without traverse. Traversal must be presented at the time of election in order to be 
considered timely. Failure to timely traverse the requirement will result in the loss of right to 
petition under 37 CFR 1.144. If claims are added after the election, applicant must indicate 
which of these claims are readable on the elected invention. 
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Should applicant traverse on the ground that the inventions are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the 
inventions to be obvious variants or clearly admit on the record that this is the case. In either 
instance, if the examiner finds one of the inventions unpatentable over the prior art, the evidence 
or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

5. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

6. No claims appear to be linking claims. 

7. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 19-21 were withdrawn from consideration as being directed 
to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled u> a patent unless - 

the invention was known or used by others in this country, or patented or described in a printed public an. >n in this or a foreign 
country, before the invention thereof b\ the applicant for a patent. 

the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, 
more than one year prior to the date of application for patent in the United States 

the invention was described in a patent granted on an application for patent by another filed in the United States before the invention 
thereof by the applicant for patent, or on an international application by another who lias fulfilled the requirements of paragraphs (I ). 
(2), and (4) of section 371(c) of this title before the invention thereof by the applicant for patent. 

9. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Mitchell et al. 
US20020116262A1 which discloses all the claimed elements including: 

(re: 1) A method comprising: 
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providing an offer, via an interface at a vending machine (133), for a benefit in exchange for an 
email address (134); receiving, via the interface at the vending machine, and in response to the 
providing of the offer, an email address (135); and after receiving the email address, transmitting 
a promotional message to the received email address, in which the promotional message includes 
a code that is redeemable for a benefit at the vending machine (135) 

(re: cl2) in which the receiving, via the interface at a vending machine, of the email address 
comprises: receiving a plurality of email addresses via the interface at the vending machine (134) 
(re: cl3) further comprising: validating the received email addresses (136-password) 
(re: cl 22) receiving, via the interface and after the causing of the transmission of the 
promotional message, an indication of the code (135); 
verifying the code is valid (135); 

and providing, in response to verifying that the code is valid, the benefit (135). 

. 10. Claims 1 and 23 are rejected under 35 U.S.C. 102(e) as being anticipated by Marshall et 
al. US20030233278A1 which discloses all the claimed elements including: 
(re: 1) A method comprising: 

providing an offer, via an interface at a vending machine (1 135), for a benefit in exchange for an 
email address (1 267); receiving, via the interface at the vending machine , and in response to the 
providing of" the offer, an email address (1 267 ; 1 296 ); and after receiving the email address, 
transmitting a promotional message to the received email address, in which the promotional 
message includes a code that is redeemable for a benefit at the vending machine (1 64; 1 65; 1 
92) 1113; 1249 

(re: cl 23) wherein the benefit comprises one or more of (i) gasoline, (ii) an electronic download, (iii) 
internet access, and (iv) clothes washing services (U 297; H 31 1 ). 



Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
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matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 



1 2. Claim(s) 7-11,1 3-1 4 is/are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Mitchell US200201 16262A1 in view of Wenocur et al. us 

20020165912 Al wherein Mitchell discloses: 



(re: cl 7) A method comprising: receiving, by a controller and from a representative associated 
with the location at which the vending machine is placed, a set of email addresses (135); 

determining whether approval has been received (135; 139) ; 

and sending by the controller, a message via email transmission to each of the set of email 
addresses only if approval has been received (1 39) 



(re: cl 8) in which sending a message via email transmission to each of the set of email 
addresses comprises: sending the message to a predetermined address fl39) 
(re: cl9) further comprising: receiving data representing a preference of a customer (139); 
determining an email address from the set of email addresses that corresponds to the customer 
0135, TO; 

determining a second message according to the preference (139); and sending the second 
message via email transmission the email address that corresponds to the customer (139 ) 
(re: cl 10) further comprising: generating a promotion for the vending machine; and in which the 
step of sending a message comprises: accessing a database of consumer preferences (136); 
determining, from the database, a set of recipients that have preferences corresponding to the 
promotion (139); 

and determining a respective email address for each of the set of recipients (139); 

and sending a message via email transmission to each of the respective email addresses, in which 

the message indicates the promotion (139) 

(re: cl 11) in which generating a promotion for the vending machine comprises: generating a 
promotion for the vending machine based on at least one revenue management factor (139) 

(re: cl 13) wherein the representative comprises a representative of a company associated with 

the location, wherein the set of e-mail addresses comprises a set of e-mail addresses for employees of 



the company, and wherein the at least one rule is established by the company (130, 37, 38, 39 -the 



Application/Control Number: 10/581,433 
Art Unit: 3653 



Page 7 



rewards and offers are set in the vending machines are by the employees of the company and 
include their electronic addresses) 

(re: cl 1 4) wherein at least a portion of the content of the message that promotes the vending machine 

comprises content defined by at least one of (i) the company, and (ii) one or more of the employees of the 

company (130, 37, 38, 39 -the rewards and offers are set in the vending machines are by the 

employees of the company and include their electronic addresses). 

Wenocor et al. discloses: 

identifying , by the controller, at least one vending machine to be associated with the set of email 
addresses (<][627 ; 1125 ) 

determining by the controller, at least one rule defining restrictions on when a message may be 
sent to at least one of the email addresses ( 1 167; 1801 ; 1918 ; 1 1093 

and sending a message via email transmission to each of the set of email addresses in compliance 
with the restrictions on when a message may be sent, in which the message includes content that 
promotes the vending 

(re: cl 7) machine ( 11093 , 1984, 151, 1627 with 1123; 1757) 

(re: cl 7) wherein the content of the message that promotes the vending machine comprises an 

indication of a code that is operable, upon being input into the vending machine (1 390). 

to cause the vending machine (1 123; 1 757) to dispense a discounted unit of a product. (1 1092) 



It would have been obvious at the time of the invention for Mitchell to select a specific 
vending machine and send an email to a vending machine to set up control parameters, pricing, 
and customer preferences as taught by Wenocur et al.. 

It would have been obvious at the time of the invention for Mitchell to operate under 
determined rule restrictions so as to send the message at a time when the vending machine needs 
modification as taught by Wenocur et al.. 

It would have been obvious at the time of the invention for Mitchell to operate under a 
conditions of a vending machine to let buyers not previously networked in with the seller source 
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to have a means to initially obtain a product at a vending machine site as taught by Wenocur et 
al.. 

It would have been obvious at the time of the invention for Mitchell to send a message 
comprising an indication of code operable to dispense a discounted unit to encourage more sales 
via correlative and complementary products through discounts as taught by Wenocur et al.. 

13. Claim(s) 12 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over Mitchell 
US200201 16262A1 in view of Maggard et al. 6021362 wherein Mitchell discloses the elements 
previously discussed and Maggard et al. further discloses: 

(re: cl 12) wherein the benefit comprises a free unit of product dispensed by the vending machine upon 
input of the code into an interface of the vending machine (c3 L 38-53). 

It would have been obvious at the time of the invention for Mitchell to dispense a free 
product to encourage purchase of the first product or to acquaint the operate under determined 
rule restrictions so as to send the message at a time when the vending machine needs 
modification as taught by Maggard et al.. 

14. Claim(s) 12 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over Mitchell 
US200201 16262A1 in view of Kaufman 6247612 wherein Mitchell discloses the elements 
previously discussed and Kaufman further discloses: 

(re: cl 12) wherein the benefit comprises a free unit of product dispensed by the vending machine upon 
input of the code into an interface of the vending machine (c5 L 17-25). 

It would have been obvious at the time of the invention for Mitchell to dispense a free 
product to encourage purchase of the first product or to acquaint the operate under determined 
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rule restrictions so as to send the message at a time when the vending machine needs 
modification as taught by Kaufman. 



15. Claim(s) 16 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over Mitchell 
US20020116262A1 in view of Wenocor et al. US 20020165912 in further in view of 
Walker et al. 6397193 wherein Mitchell discloses : 

(re: cl 7) A method comprising: receiving, by a controller and from a representative associated 
with the location at which the vending machine is placed, a set of email addresses (135); 

determining whether approval has been received (135; 139) ; 

and sending by the controller, a message via email transmission to each of the set of email 
addresses only if approval has been received (139) 



Wenocour et al. discloses: 

identifying , by the controller, at least one vending machine to be associated with the set of email 
addresses 1 161; 

determining by the controller, at least one rule defining restrictions on when a message may be 
sent to at least one of the email addresses 1161; and sending a message via email transmission to 
each of the set of email addresses in compliance with the restrictions on when a message may be 
sent, in which the message includes content that promotes the vending machine 1161. 



(re: cl 7) identifying , by the controller, at least one vending machine to be associated with the set 
of email addresses ( 1627 ; 1125 

determining by the controller, at least one rule defining restrictions on when a message may be 
sent to at least one of the email addresses ( 1167; 1801 ; 1918 ; 11093 

and sending a message via email transmission to each of the set of email addresses in compliance 

with the restrictions on when a message may be sent, in which the message includes content that 

promotes the vending machine (11093 , 1984, 151, 1627 with 1123; 1757) 

(re: cl 7) wherein the content of the message that promotes the vending machine comprises an 

indication of a code that is operable, upon being input into the vending machine (1 390). 

to cause the vending machine (1 123; 1 757) to dispense a discounted unit of a product. (1 1092) 



Walker et al. discloses: 
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(re: cl 16) wherein the content of the message that promotes the vending machine comprises an 
indication that a unit of beverage and a unit of snack may be purchased at the vending machine for one 
dollar (figure 4 - Al plus C3). 

It would have been obvious at the time of the invention for Mitchell to select a specific 
vending machine and send an email to a vending machine to set up control parameters, pricing, 
and customer preferences as taught by Wenocur et al.. 

It would have been obvious at the time of the invention for Mitchell to operate under 
determined rule restrictions so as to send the message at a time when the vending machine needs 
modification as taught by Wenocur et al.. 

It would have been obvious at the time of the invention for Mitchell to operate under a 
conditions of a vending machine to let buyers not previously networked in with the seller source 
to have a means to initially obtain a product at a vending machine site as taught by Wenocur et 
al.. 

It would have been obvious at the time of the invention for Mitchell in view of Wenocur 
et al. to dispense a combination beverage and snack for a dollar to encourage purchase of the 
both products through incentive discount pricing to acquaint the operate under determined rule 
restrictions so as to send the message at a time when the vending machine needs modification as 
taught by Walker et al.. 

16. Claim(s) 23 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over Mitchell 
US20020116262A1 in view of Marshall et al. US20030233278A1 wherein Mitchell discloses the 
elements previously discussed and Marshall et al. further discloses: 

(re: cl 23) wherein the benefit comprises one or more of (i) gasoline, (ii) an electronic download, (iii) 
internet access, and (iv) clothes washing services (H 297; H 31 1 ). 
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It would have been obvious at the time of the invention for Mitchell to dispense a vended 
download to let remote customers select electronic data products to receive and do so in a 
convenient remote distribution location as taught by Marshall et al.. 

It would have been obvious at the time of the invention for Mitchell to distribute a 
gasoline to let a remotely distributed payment means authorize a gasoline dispensing and to 
bundle related services purchased separately in time and location together to encourage and 
incentivize buyer to seller loyalty as taught by Marshall et al.. 

17. Claim(s) 23 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over Mitchell 
US200201 16262A1 in view of Rademacher wherein Mitchell discloses the elements previously 
discussed and Rademacher further discloses: 

(re: cl 23) wherein the benefit comprises one or more of (i) gasoline, (ii) an electronic download, (iii) 
internet access, and (iv) clothes washing services (U 297; H 31 1 ). 

It would have been obvious at the time of the invention for Mitchell to distribute a 
laundry service to let a remotely distributed payment means authorize a laundry cleaning and to 
bundle related services purchased separately in time and location together to encourage and 
incentivize buyer to seller loyalty as taught by Rademacher. 

18. Claim(s) 23 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over Mitchell 

US20020116262A1 in view of Wenocur et al. US 20020165912 Al wherein Mitchell 

discloses the elements previously discussed and Wenocur et al. further discloses: 

(re: cl 23) wherein the benefit comprises one or more of (i) gasoline (H 757), (ii) an electronic download, 
(iii) internet access, and (iv) clothes washing services (H 297; H 31 1 ). 
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It would have been obvious at the time of the invention for Mitchell to distribute a 
laundry service to let a remotely distributed payment means authorize a laundry cleaning and to 
bundle related services purchased separately in time and location together to encourage and 
incentivize buyer to seller loyalty as taught by Wenocur et al.. 

It would have been obvious at the time of the invention for Mitchell to distribute a 
gasoline to let a remotely distributed payment means authorize a gasoline dispensing and to 
bundle related services purchased separately in time and location together to encourage and 
incentivize buyer to seller loyalty as taught by Wenocur et al.. . 



19. Claim(s) 7, 17-18 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Marshall et al. US20030233278 Al in view of Yamaguchi US20010046851A1 wherein 
Marshall et al. discloses: 

(re: cl 7) A method comprising: receiving, by a controller and from a representative associated 
with the location at which the vending machine is placed, a set of email addresses (f 267 ; f 296 
; claim 110) 

determining whether approval has been received (<][ 125; 1366) 

and sending by the controller, a message via email transmission to each of the set of email 
addresses only if approval has been received (fl 64; f 65; f 92 ) 1113 H 135 ] f 249 
determining by the controller, at least one rule defining restrictions on when a message may be 
sent to at least one of the email addressess 35 1 f 354) 

(re: cl 7) wherein the content of the message that promotes the vending machine comprises an 
indication of a code that is operable, upon being input into the vending machine (f 64; K 65; 1 92 ) 
1113 ;f 249 

to cause the vending machine fl f 249) to dispense a discounted unit of a product. (1 26Z 
Yamaguchi discloses: 

identifying , by the controller, at least one vending machine to be associated with the set of email 
addresses f 161; 

and sending a message via email transmission to each of the set of email addresses in compliance 
with the restrictions on when a message may be sent, in which the message includes content that 
promotes the vending machine 1161. 
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(re: cl 1 7) wherein the sending of the message via email transmission to each of the set of email 
addresses is conducted in response to a triggering of one or more sales thresholds at the vending 
machine 1162.; 

(re: cl 1 8) wherein the sending of the message via email transmission to each of the set of email 
addresses is conducted in response to an inventory level of a product in the vending machine 1162.; 

It would have been obvious at the time of the invention for Marshall et al. to select a 
specific vending machine and send an email to a vending machine to set up control parameters, 
pricing, and customer preferences as taught by Yamaguchi. 

It would have been obvious at the time of the invention for Marshall et al. to operate 
under determined rule restrictions so as to send the message at a time when the vending machine 
needs modification as taught by Yamaguchi. 

It would have been obvious at the time of the invention for Marshall et al. to activate the 
dispensing via a known operable code to facilitated dispensing of complicated or custom product 
combinations as desired on the HTML display as taught by Yamaguchi. 

It would have been obvious at the time of the invention for Marshall et al. to send a 
message upon the triggering of one or more sales to alert operators to replenish the vending 
machine as taught by Yamaguchi. 

It would have been obvious at the time of the invention for Marshall et al. to send a 
message in response to inventory level threshold to alert operators to replenish the vending 
machine as taught by Yamaguchi. 



Response to Amendments/Arguments 

Regarding the restriction, Invention II is directed at an apparatus having a communication 
capability to remotely distributed vending machines. It may control the vending machines 
separately. The vending machine may be employed with a different process. 
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The process of Invention I may be performed on a different machine, including 
performing at a remote personal computer-note on the second and third lines of claim 7 that the 
process is directed at a representative of a vending machine and location-such a process 
involving the representation of the computer may be performed on personal computer. 

Regarding Mitchell-A password is transmitted to the buyer via email. That password is a 
coded access to the benefits provided by the system for promoting the product. Without the 
password, no benefit is available to the buyer. The particular password is not available to the 
general public. It is coded to limit access. A password is a code. 

Yamaguchi transmits HTML code which is transmitted to the vending site, particularly if 
it is a download, the HTML code in turn operates at the vending site, and is produces a display 
on the device in the selection of the product, and hence an indication, operable toward the 
vended item. 
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Conclusion 

20. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

21. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Exmr. Michael E. Butler whose telephone number is (571) 272- 
6937. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stefanos Karmis, can be reached on (57 1 ) 272-6744. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
/M. E. BJ 

Examiner, Art Unit 3653 
/Stefano Karmis/ 

Supervisory Patent Examiner, Art Unit 3653 



